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REMARKS/ARGUMENTS 

Reconsideration of this application is requested. Claims 1 and 3-6 will be pending in the 
application subsequent to entry of this Amendment. 
Amendments to Claims/New Claims 

The claims have been amended in order to more particularly point out and distinctly 
claim that which applicants regard as their invention. The subject matter of claim 2 has been 
incorporated into independent claims 1 and 4. In addition, the "characterized in that" expression 
in all of the pending claims has been changed to the more traditional "wherein". 

New independent claim 6 has been added directed to a coated paper in which the sheet 
gloss is 70% or more at an incident angle of light of 75°. 

Favorable consideration of the new and amended claims is requested. Basis for the 
changes made to claims 1 and 5 as well as new claim 6 will be apparent from the above 
discussion. 

Response to Prior Art-Based Rejections/Ob viousness 

In item 4 of the Official Action all of the originally filed claims stand rejected baced upon 
a mosaic upon some five 1 different documents. Shown schematically the manner in which the 
references have been applied is as follows: 



1 It is noted that references have been asserted as the basis of the Examiner's obviousness 
rejection. As the courts have stated, the fact that it is necessary to cite such a large number of 
references is, in and of itself, indicative of non-obviousness. Minneapolis-Honeywell Regulator 
Company v. Midwestern Instruments, Inc., 298 F.2d 36, 38, 131 U.S.P.Q. 402, 403 (7th Cir. 
1961); The Ric-Wil Company v. E.B. Kaiser Company, 179 F.2d 401, 404, 84 U.S.P.Q. 121, 124 
(7th Cir. 1950); Reynolds et al v. Whitin Machine Works, 167 F.2d 78, 83, 76 U.S.P.Q. 551, 555 
(4th Cir. 1948); and Racal-Vadic t Inc. v. Universal Data Systems, 1980 U.S. Dist. LEXIS 
15864, *81, 207 U.S.P.Q. 902, 927 (N.D. Ala. 1980). Indeed, the inference that can be taken 
from the large reference citation is that not one reference is on point and that the patentee has 
clearly accomplished what the prior art has repeatedly failed to do. Minneapolis-Honeywell 
Regulator Company v. Midwestern Instruments, Inc., 298 F.2d 36, 38, 131 U.S.P.Q. 402, 403 
(7th Cir. 1961). 
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Applicants traverse this rejection. 

The cast-coated paper of claim 1 includes the following characterizing features: 

1 . the coating layer contains not less than 50 parts by weight of a kaolin based on 100 
parts by weight of inorganic pigments and the kaolin has a particle size distribution is such that 
not less than 65% by volume of the particles are in a range of 0.4-4.2 jim; 

2. a plastic pigment is present; 

3. a compound having an effect of inhibiting interfiber bonding is included in the base 
paper; and 

4. a cast-coated paper is obtained by applying a cast-coating process. 

New claim 6 includes these features and adds that the sheet gloss of the cast-coated paper 
is 70% or more. 

With the benefits of the foregoing features, the present invention produces the following 
advantageous effects: good cast-coated surface quality (image clarity), especially appearance; 
high sheet gloss; higher print gloss than sheet gloss; and good productivity (runnability). 

JP H09-31891 A (Okada et al) describes a process for preparing a cast-coated paper using 
hollow plastic pigment particles with not less than 45% voids and a kaolin. Okada et al states that 
2-20 parts by weight of a hollow plastic pigment with not less than 45% voids is added to 
improve sheet gloss and to obtain a fine ink set quality. The kaolin disclosed in Okada et al is not 
"a kaolin having a particle size distribution such that not less than 65% by volume of the 
particles are in the range of 0.4-4.2 |im", a particular particle size as required by the claims of the 
present invention. Especially, the Examples in Okada et al only describe Ultra White 90 (trade 
name), which corresponds to Comparative Example 2 in the subject application. It is obvious 
from Table 2 in the subject application that there is a significant difference in effects between the 
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present invention and Comparative Example 2 2 . Specifically, Comparative Example 2 is inferior 
in sheet gloss before rewetting, image clarity, which is cast uniformity, print gloss and cast 
coating runnability. Furthermore, Okada et al does not describe adding to the base paper a 
compound having the effect of inhibiting interfiber bonding. 

Okada et al is different from the present invention in that while Okada et al uses a plastic 
pigment to improve the ink drying nature and cast coating runnability, Okada et al use common 
kaolin having a wide particle size distribution, the size of which is not specified. 

On the other hand, in the present invention, the combination of the carefully specified 
kaolin having a narrow particle size distribution such that not less than 65% by volume of the 
particles are in the range of 0.4-4.2 jim in combination with the plastic pigment reduces the 
packing density of pigment particles in the coating layer, improves the covering power on the 
base paper, and facilitates transfer of the image of the mirror surface onto the coating layer 
surface by mirror finishing. As a result, sheet gloss improves and print gloss also appears to 
improve because the vehicles contained in printing inks are less likely to be absorbed. Moreover, 
print gloss becomes higher than sheet gloss presumably because the plastic pigment further 
facilitates transfer of the image of the mirror surface by the heat of the mirror finishing surface. 

Further, sheet gloss, print gloss and cast-coated surface quality are improved by use of an 
organic compound having the effects of inhibiting interfiber bonding of pulp in the base paper. 
Okada et al does not describe good cast-coated surface quality (image clarity) and print gloss 
rather than sheet gloss, which are the effects of the present invention. 

The invention described in JP HI 0-1 8 197 A (Takebayashi et al) relates to a cast-coated 
paper comprising a kaolin having a particular particle size distribution. Takebayashi et al states 
that 30 to 100% by weight of a kaolin having a particular particle size distribution is added to a 
coating layer for casting to obtain excellent sheet gloss and printability. However, though the 



2 The results presented in the original specification accompanied by the executed 
declaration signed by the inventors would have significant evidentiary weight, comparable to the 
weight given to an executed declaration. It is well established by the Federal Circuit that "the 
examiner must consider comparative data presented in the specification which is intended to 
illustrate the claimed invention in reaching a conclusion in regard to the obviousness of claims. " 
In re Margolis, 785 F.2d 1029, 228 U.S.P.Q. 1 123, 1 129 (Fed. Cir. 1993). 
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particle size distribution of kaolin overlaps with that of the kaolin of the subject application, 
Takebayashi et al is silent as to the presence of a plastic pigment. Further, Takebayashi et al does 
not describe adding to a base paper a compound having the effect of inhibiting interfiber 
bonding. Takebayashi et al is also silent on cast-coated surface quality (image clarity), which is a 
characteristic of the present invention. 

The object and effect of the invention described in Takebayashi et al. are the same as 
those of the present invention, i.e., to improve sheet gloss and print gloss; however, since no 
plastic pigment is present, and no organic compound having the effects of inhibiting interfiber 
bonding of pulp are present in the base paper, it will quickly be apparent that the invention of 
Takebayashi et al is clearly inferior in cast-coated surface quality (image clarity). 

Takebayashi et al describes a kaolin having a particle size distribution overlapping with 
that of the kaolin of the subject application. In Okada et al, a plastic pigment as also used in the 
present invention is added. In the two patents, no organic compound having the effects of 
inhibiting interfiber bonding of pulp is included in the base paper. The present invention 
organically combines a kaolin having a particular particle size distribution with a plastic pigment 
and an organic compound having the effects of inhibiting interfiber bonding of pulp to produce 
an effect greater than the effect of the kaolin and the effect of the plastic pigment. Specifically, 
the present invention produces a cast-coated paper with good cast-coated surface quality (image 
clarity), high sheet gloss, higher print gloss than sheet gloss, and good printability. 

On the other hand, while it is true that Okada et al describes that the resulting cast-coated 
paper has excellent sheet gloss, printability and coating runnability, and can be produced at high 
efficiency ([0058]), and Takebayashi et al describes that the resulting cast-coated paper is 
significantly excellent in printability such as sheet gloss, print gloss and ink drying nature, and is 
high in productivity ([0067]) both Okada et al and Takebayashi et al are silent on cast-coated 
surface quality (image clarity). 

Accordingly, applicants consider that the high image clarity, which is an effect of the 
present invention, is achieved by a synergy of the following features: not less than 50 parts by 
weight of a kaolin based on 100 parts by weight of inorganic pigments is present, and the kaolin 
has a particle size distribution such that not less than 65% by volume of the particles are in the 
range of 0.4-4.2 ^m (Feature 1 of the present invention); a plastic pigment is also used (Feature 2 
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of the present invention); and an organic compound having the effects of inhibiting interfiber 
bonding of pulp is contained in a base paper (Feature 3 of the present invention). The present 
invention was completed by the finding that the combination of Feature 1, Feature 2 and Feature 
3 produces high image clarity, which is a new and unexpected effect. Specifically, the present 
invention (as defined in amended Claim 1) produces an effect equal to the effect of Okada et al 
plus the effect of Takebayashi et al — plus an extra effect; therefore, it would not have been 
obvious for a person skilled in the art to envision the present invention by combining Okada et al 
with Takebayashi et al 

WO 02/0100 (Nisogi et al) states that not less than 50 parts by weight of a kaolin based 
on 100 parts by weight of inorganic pigments is present, and that the kaolin has a particle size 
distribution such that not less than 65% by volume of the particles is in the range of 0.4-4.2 |im. 
Nisogi et al also describes the use of a softener having the effect of inhibiting interfiber bonding 
of the pulp. However, the invention described in WO 02/0100 is a coated paper for printing. In 
the Examples of WO 02/0100, sheet gloss is less than 70% measured based on JIS P8142, 
Incident Angle: 75°, which is clearly low and is thus different from the cast-coated paper of the 
present invention having high sheet gloss. 

The present invention differs from WO 03/56101 (Nisogi et al) in that claim 6 of the 
present invention is directed to a cast-coated paper having a sheet gloss of not less than 70% at 
75° whereas WO 03/56101 is directed to a dull coated printing paper, the sheet gloss of which is 
less than 60% at 75°. 

It is clear that in Okada et al and Takebayashi et al, a sheet gloss of a cast coated paper is 
more than 89% measured at an incidence angle of 75° based on JIS P8142, whereas in the 
present invention a cast surface is measured at an incidence angle of 200 because of high sheet 
gloss. Further, WO 02/0100 describes no plastic pigment. The present specification describes: 

"the combination of the kaolin having a narrow particle size distribution and the plastic 
pigment according to the present invention reduces the packing density of pigment particles in 
the coating layer, improves the covering power on the base paper, and facilitates transfer of the 
image of the mirror surface onto the coating layer surface by mirror finishing" (page 6, line 27 to 
page 7, line 6). 

Specifically, since WO 02/0100 relates to a coated paper for printing and is thus not a 



-8- 



1621561 



OHIRA ET AL. 
Appl. No. 10/576,188 
May 3, 2010 



cast-coated paper as in the present invention, it is unnecessary to use a combination of a kaolin 
having a narrow particle size distribution and a plastic pigment. 

The invention described in JP 2003-171893 A (Makihara et al.) is a coated paper for 
printing containing a plastic pigment as a pigment (Claim 1). Makihara et al also describes 
adding to a base paper an organic compound having the effect of interfiber bonding of pulp 
(Claim 2 and elsewhere). Makihara et al further describes that not less than 50 parts by weight of 
a kaolin based on 100 parts by weight of inorganic pigments is contained as a pigment, and the 
kaolin has a particle size distribution such that not less than 65% by volume of the particles is in 
the range of 0.4-4.2 jxm (Claim 4 and elsewhere). However, Makihara et al relates to a coated 
paper for printing and is thus different from a cast-coated paper as in the present invention. 
Accordingly, Makihara et al does not describe that a sheet gloss after drying and before rewetting 
is 70% or more. 

JP 2000-345493 A (Okago et al) relates to a matte coated paper, which is not a cast- 
coated paper as in the present invention. Okago et al., while describing applying a coating layer 
comprising a pigment having a particle size distribution such that not less than 65% by volume 
of the pigment particles is in the range of 0.4-4.2 jxm, does not describe that the base paper 
contains an organic compound having the effect of inhibiting interfiber bonding of pulp. 
Furthermore, Okago et al. does not describe that a sheet gloss after drying and before rewetting is 
70% or more. 

Response to Anticipation/Obviousness Rejection 

Item 5 of the Official Action applies as a single reference Nisogi et al WO 03/056101 
based upon its counterpart published US application 2005//0016701 used as a translation. This is 
different from the Nisogi et al '100 reference applied in the rejection discussed above. 

To anticipate a claim, a single reference must disclose the claimed invention with 
sufficient clarity to prove its existence in the prior art. Motorola Inc. v. Interdigital Technology 
Corp., 43 USPQ2d 1481, 1490 (Fed. Cir. 1997). Anticipation rejections are only proper when 
the "claimed subject matter is identically disclosed or described in 'the prior art,' without any 
need for picking, choosing, and combining various disclosures not directly related to each other 
by the teachings of the cited reference. " In re Arkley, 172 USPQ 524, 526 (CCPA 1972); see 
also Akzo N. V. v. International Trade Commission, 1 USPQ 2d 1241, 1246 (Fed. Cir. 1986); Ex 
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parte Lee, 31 USPQ 2d 1105, 1108 (BPAI 1993). Every element of the challenged claim must 
be disclosed within this single reference. PPG Industries Inc. v. Guardian Industries Corp., 37 
USPQ2d 1618, 1624 (Fed. Cir. 1996). Absence from the reference of any claimed element 
negates anticipation Kloster Speedsteel AB v. Crucible Inc. 23 USPQ 160 (Fed. Cir. 1986). 

Thus, applicants' claims are patentable over each of the cited references since they each 
fail to disclose each element of applicants 1 claims. 

To summarize again, the features of amended Claim 1 are: 

1 . not less than 50 parts by weight of a kaolin based on 100 parts by weight of inorganic 
pigments is contained, and the kaolin has a particle size distribution is such that not less than 
65% by volume of the particles are in a range of 0.4-4.2 (im; 

2. a plastic pigment is present; 

3. a compound having an effect of inhibiting interfiber bonding is included in the base 
paper; and 

4. A cast-coated paper is obtained by applying a cast-coating process. 

New claim 6 includes these features and adds that the sheet gloss of the cast-coated paper 
is 70% or more. 

With the foregoing features, the present invention produces the following advantageous 
effects: good cast-coated surface quality (image clarity), especially appearance; high sheet gloss; 
higher print gloss than sheet gloss; and good productivity (runnability). 

None of cited references disclose or suggest a compound having the effect of inhibiting 
interfiber bonding contained in a base paper, and the advantageous effects of good cast-coated 
surface quality (image clarity). Accordingly, the present invention is not obvious from the 
inventions of the cited references. 

Since Claim 1 is not obvious from the cited references, Claim 4, which is directed to a 
rewet casting production method, is not also obvious from the cited references as well as 
dependent claims 3 and 5, see MPEP §2143.03. 

Reconsideration and favorable action are solicited. Should the examiner require further 
information, please contact the undersigned. 
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Respectfully submitted, 
NIXON & VANDERHYE P.C. 

Arthur R. Crawford 
Reg. No. 25,327 

ARC:eaw 

901 North Glebe Road, 1 1th Floor 
Arlington, VA 22203-1808 
Telephone: (703)816-4000 
Facsimile: (703)816-4100 



